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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1 1/07/2006 has been entered. 

Election/Restrictions 

Restriction to one of the following inventions is required under 35 U.S.C. 121 : 

I. Claims 29-60, drawn to a mortarboard, classified in class 294, subclass 
3.5. 

II. Claims 61-64, drawn to a method of working cementious mortar at a 
construction site, classified in class 366, subclass 2. 

Newly submitted claims 61-64 directed to an invention that is independent or 
distinct from the invention originally claimed for the following reasons: Claims 61-64 
recite a method of working cementious mortar at a construction site which was not 
previously presented. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 



Application/Control Number: 10/772,581 Page 3 

Art Unit: 3652 

prosecution on the merits. Accordingly, claims 61-64 are withdrawn from consideration 
as being directed to a non-elected invention. See 37 CFR 1 .142(b) and MPEP § 
821.03. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

1 . Claims 29-35,37-50,52-57,59, and 60 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Morsilli US 3,790,201 in view of Tabb US Design Patent 
113,023. 

2. Re claim 29,32-35,39-41 ,44,47-50,52-57 Morisilli discloses a mortarboard 
comprising: a generally rectangular sheet material defining a broad, solid, continuous, 
smooth, substantially flat upper working surface (14) extending generally across the 
entire width of said sheet material between opposed side edges (24,26) thereof; said 
upper working surface being sized and configured to retainably hold an operative 
quantity of cementitious mortar to be worked by an operator such as by mixing with a 
trowel or shovel, and being impervious to retain moisture in the mortar (columns 1 and 
2); and said sheet material being slightly contoured across said upper working surface 
in a dished-out manner to form a single continuous arcuate contour across the working 
surface (see fig 1 ) 
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Morsilli appears to show the claimed contour. However, Morsilli does not disclose 
the exact dimensions claimed. The exact contour shape and size/dimensions would be 
an obvious matter of design choice dependant upon the amount of mortar one desired 
to hold within the device. See Specification, page 7, lines 13-21, wherein Applicant 
discusses the degree, depth, dimensions of the invention can vary. It would have been 
obvious to one of ordinary skill at the time of the invention to modify the dimensions of 
the device since such modification would have involved a mere change in size of a 
component and change in size is generally recognized as being within the level of 
ordinary skill in the art. 

Morsilli discloses a removable handle (32) capable of allowing the mortarboard to 
be carried in a generally vertical manner when not in operative use. Morsilli does not 
disclose the sheet of material defining a cut-out handle portion formed entirely through 
said sheet material adjacent one edge of said material, wherein the cut -out is sized to 
accept a persons hand. Tabb discloses a tray including cutout area portions forming 
handles (fig 1 ). It would have been obvious to one of ordinary skill at the time of the 
invention to modify the handle of Morsilli as taught by Tabb to form a cut out area 
portion for the user to easily grip the device. 

3. Re claims 30,31,43,45,46,and 60, Morsilli discloses the device may be 
constructed of any suitable material consistent with its use in holding a supply of mortar 
such as wood, non-oxidizing metal, or plastic. Morsilli does not describe the material is 
of a strength to resist breaking or damage when stuck by a hammer or other 
construction tools. It would have been obvious to one of ordinary skill at the time of the 
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invention to construct the device with a material of suitable strength to resist damage 
when used with conventional tools, since it has been held to be within the general skill 
of a worker in the art to select a known material on the basis of its suitability for the 
intended use. 

Re claims 37 and 38, Morsilli discloses raised peripheral lip portions (20) along at 
least three sides of said upper working surface. Morsilli does not disclose the 
dimensions of these portions. It would have been obvious to one of ordinary skill at the 
time of the invention to modify the dimensions of the device since such modification 
would have involved a mere change in size of a component and change in size is 
generally recognized as being within the level of ordinary skill in the art. 

4. Re claims 42 and 59, Morsilli discloses the material is configured so that a front 
and rear surface of the material will nest together with other mortarboards of like 
construction, when more than one mortarboard is stacked together (col. 2, lines 64-68). 

5. Claims 36 and 51 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Morsilli US 3,790,201 in view of Malvasio US 5,558,253. Morsilli does not disclose 
the material includes supporting ribs formed integrally with the material. Malvasio 
discloses a lightweight and strength reinforced taco plate with reinforcing ribs (12) built 
into the plate. Morsilli and Malvasio are analogous art because they both include 
support of various articles by a tray surface and are capable of supporting, carrying, and 
retaining mortar. It would have been obvious to one of ordinary skill at the time of the 
invention to modify the device of Morsilli as taught by Malvasio to include reinforcing 
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ribs formed integrally into the device in order to "... strength-reinforce the plate and 
protect it from abnormal twisting or certain bending..." (Malvasio: col. 2, lines 50-56). 

6. Claim 58 is rejected under 35 U.S.C. 103(a) as being unpatentable over Morsilli 
US 3,790,201 in view of US Patent Application Publication 2004/0150236 A1 of Hobel 
et al. Morsilli does not disclose the bottom surface configured to accommodate a 
support stand. Hobel et al discloses a mixing palette including a bottom surface that is 
configured to accommodate a support stand (see figs 4a, 4b, and 5 for palette on 
support stand). It would have been obvious to one of ordinary skill at the time of the 
invention to modify the device of Morsilli to include a bottom surface configured to 
accommodate support on a support stand in order to support the device during use. 

Response to Arguments 

Applicant's arguments with respect to claims 29-64 have been considered but are 
moot in view of the new ground(s) of rejection. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Esther O. Okezie whose telephone number is (571 ) 272- 
8108. The examiner can normally be reached on Mon-Thurs 8-6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Eileen D. Lillis can be reached on (571) 272-6928. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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